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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)E3. Responsive to communication(s) filed on 31 October 2007 . 
2a)D This action is FINAL. 2b) ED This action is non-final. 

3) Q Since this, application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 19 and 21-36 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 19 and 21-36 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by .the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

~12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.1 14, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 10-31- 
2007 has been entered. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
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were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

5. Claims 19 and 21-36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
overEP (0415778). 

EP 778 discloses a refrigerating oil composition comprising an ester compound 
as the base oil wherein said base oil comprises an aliphatic polyhydric compound by 
reacting a neopentyl glycol (page 3, line 22-29) and a straight 2-9 monocarboxylic acid 
and a dicarboxylic acid such as adipic (page 3, lines 43-58). EP 778 teaches that the 
composition has a viscosity at 100 degrees Celsius in the range of 1-20 est (page 3, 
lines 10-14). EP 778 further teach that said composition comprises mineral oil (page 5, 
lines 15-16) and additional additives such as antioxidants, extreme pressure additives, 
oiliness improving agents, defoaming agents and metal deactivators (page 5, lines 28- 
49). With respect to the water content of the claimed invention, the examiner contends 
that EP 778 is silent with respect to inclusion of water or moisture, however, it would 
have been within the level of ordinary skill in the art to include water or moisture in 
amounts as claimed given that the authors of EP 778 teach agents such as defoaming 
agents and one skilled in the art would have been able to include the claimed amount of 
water to act as said defoaming agent in the absence of a showing to the contrary. 
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An obviousness determination is not the result of a rigid formula disassociated from the 
consideration of the facts of a case. Indeed, the common sense of those skilled in the 
art demonstrates why some combinations would have been obvious where others would 
not. See KSR Int'l Co. v. Teleflex Inc. . 550 U.S. _, 2007 WL 1237837, at *12 (2007) 
("The combination of familiar elements according to known methods is likely to be 
obvious when it does no more than yield predictable results."). 

EP '778 do not teach with sufficient specificity to anticipate the claims, however, 

it would have been obvious to one of ordinary skill in the art to combine the components 

to specifically teach the complex ester and additives of the claimed invention since EP 

778 teach the esters, acids and additives are well known in the lubricating art. 

Moreover, A prima facie case of obviousness may be made when chemical compounds 

have very close structural similarities and similar utilities. "An obviousness rejection 

based on similarity in chemical structure and function entails the motivation of one 

skilled in the art to make a claimed compound, in the expectation that compounds 

similar in structure will have similar properties." In re Payne, 606 F.2d 303, 313, 

. 203 USPQ 245, 254 (CCPA 1979). See In re Papesch, 315 F.2d 381, 137 USPQ 43 

(CCPA 1963) and In re Dillon, 919 F.2d 688, 16 USPQ2d 1897 (Fed. Cir. 1991) 

Response to Arguments 

6. Applicant's arguments filed 10-31-2007 have been fully considered but they are 

not persuasive. 

Applicant argues that neither of the references teach or suggest applicant's ester 
compounds made with linear carbon atoms greater than 7 with adipic acid. 

The examiner contends and respectfully disagrees and directs applicant's 
attention to the base oil which comprises an aliphatic polyhydric compound by reacting 
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a neopentyl glycol (page 3, line 22-29) and a straight 2-9 monocarboxylic acid and a 
dicarboxylic acid such as adipic (page 3, lines 43-58). Moreover, the examiner 
contends that the carbon atoms may overlap or lie close enough to since it is held a 
prima facie case of obviousness exists where the claimed ranges and prior art ranges 
do not overlap but are close enough that one skilled in the art would have expected 
them to have the same properties. Titanium Metals Corp. of America v. Banner, 778 
F.2d 775, 227 USPQ 773 (Fed. Cir. 1985). Accordingly, it is has been further held that a 
prima facie case of obviousness may be made when chemical compounds have very 
close structural similarities and similar utilities. "An obviousness rejection based on 
similarity in chemical structure and function entails the motivation of one skilled in the 
art to make a claimed compound, in the expectation that compounds similar in structure 
will have similar properties." In re Payne, 606 F.2d 303, 313, 203 USPQ 245, 254 
(CCPA 1979). See In re Papesch, 315 F.2d 381, 137 USPQ 43 (CCPA 1963) and In re 
Dillon, 919 F.2d 688, 16 USPQ2d 1897 (Fed. Cir. 1991) 

Applicant further argues that EP '778 is non-analogous art because it teaches 
refrigerant lubricants and not metal working fluids. 

The examiner contends that working fluids and lubricants are considered 
analogous because they fall under the general compositional art of heat transfer fluids. 
. Moreover, it is held that the claim preamble must be read in the context of the entire 
claim. The determination of whether preamble recitations are structural limitations or 
mere statements of purpose or use "can be resolved only on reyiew of the entirety of the 
[record] to gain an understanding of what the inventors actually invented and intended 
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to encompass by the claim." Corning Glass Works, 868 F.2d at 1257, 9 USPQ2d at 
1966. If the body of a claim fully and intrinsically sets forth all of the limitations of the 
claimed invention, and the preamble merely states, for example, the purpose or 
intended use of the invention, rather than any distinct definition of any of the claimed 
invention's limitations, then the preamble is not considered a limitation and is of no 
significance to claim construction. Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 
1298, 1305, 51 USPQ2d 1161, 1165 (Fed. Cir. 1999). See also Rowe v. Dror, 112 F.3d 
473, 478, 42 USPQ2d 1550, 1553 (Fed. Cir. 1997). Accordingly, it would have been with 
the purview of the artisan of ordinary skill to encompass the refrigerant oil of EP 778 as 
a metal working fluid or lubricant because said oil functions as a lubricant of a metal 
such as refrigerant machine and further the examiner asserts that the claims are drawn 
to a broad range of "compositions" that comprise a metal working fluid. Therefore, the 
preamble is not limiting. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Necholus Ogden whose telephone number is 571-272- 
1322. The examiner can normally be reached on M-Thu. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on 571-272-1498. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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